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Claims 3-6, 8-10, 13, and 15 stand withdrawn from further 
consideration pursuant to 37 CFR 1.142(b) as being drawn to a nonelected 
invention. 

Claim 2 is objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous 
claim. Applicant is required to cancel the claim(s), or amend the claim(s) to 
place the claim(s) in proper dependent form, or rewrite the claim(s) in 
independent form. 

The text of those sections of Title 35, U.S. Code not included in this 
action can be found in a prior Office action. 

Claims 1, 2, 7, and 11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sagal et al. in view of Itoh and Hendricks et al. 

As stated in a previous Office action, Sagal et al. teach a heat pipe for 
cooling heat generating electronic components such as CPUS that employs a 
construction with conductive filler such as carbon fibers molded in a polymer 
base. Sagal et al. do not expressly disclose a "capillary action member". 

It is well known in the heat pipe art to provide a wicking means to 
provide capillary flow of liquid to permit heat pipes to direct heat flow against, 
or in the absence of, gravitational forces. Meyer IV et al. is cited to support the 
examiner's position regarding the well known nature of the use of capillary 
wicks to allow heat pipes to operate independent of gravity (lines 20-28 of 
column 1 of Meyer IV et al.) Such wicking means can also serve to improve 
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wetting of the evaporator section of a heat pipe. Itoh teach the use of grooves 
15 on the internal surface of a heat pipe for electronic cooling to provide 
capillary flow of liquid within the heat pipe. In view of this, it would have been 
obvious to one of ordinary skill in the art at the time the instant invention was 
made to provide such grooves in the heat pipe of Sagal et al. to enhance liquid 
flow. 

Finally, Sagal et al. expressly indicate that "other base materials and 
conductive fillers may be used" besides the carbon fibers suggested (lines 40- 
42 of column 4). Hendricks et al. teach that it is known to embed carbon 
nanotubes in polymer/ resin binders to form heat pipes (see paragraphs 34, 35 
of Hendricks et al.). According to Hendricks et al., single wall nanotubes or 
SWNTS "can basically be described as nanoscale cylinders of graphite". In view 
of Sagal et al.'s suggestion of carbon fibers, and their express suggestion 
regarding substituting other conductive fillers, it would have been obvious to 
one of ordinary skill in the art at the time the instant invention was made to 
substitute the nanotubes taught in Hendricks et al. for the carbon fibers 
taught in Sagal et al., such being no more than the substitution of known 
equivalents. 

Claims 12 and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sagal et al. in view of Itoh and Hendricks et al. as applied to 
claims 1 and 1 1 above, and further in view of Katsui. 
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As shown by ltoh and also discussed in Sagal et al. (see fins 6 of Itoh, see 
lines 31-34 of column 5 of Sagal et al.), it is known to provide a "heat sink" (i.e. 
fins for extended surface area for improved heat rejection) in the heat rejection 
(condenser) region of a heat pipe. Katsui further show that it is well known in 
the art to provide a fan to give forced convection cooling of such fins to increase 
heat rejection capability. Thus, it would have been obvious to one of ordinary 
skill in the art at the time the instant invention was made to employ a fan with 
the heat pipe of Sagal et al., modified to include the internal capillary grooves 
taught in Itoh. 

Applicant's arguments filed 8/9/2006 have been fully considered but 
they are not persuasive. 

Applicants comments on pages 7-8 imply erroneously that Hendricks et 
al. is limited to teaching using carbon nanotubes in a metal matrix. See cited 
paragraphs above. 

Beyond this point, applicants mostly include generalized statements to 
the effect that: 

1. No single reference shows all of the claimed features, 

2. Hindsight has been used to combine references, and 

3. The prior art "contains no suggestion to combine". 

Gambro, cited by the applicant, is inapposite in that the case apparently 
involved a rejection for which there was no teaching reference suggesting the 
key feature missing from the primary reference. That is clearly not the case 
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here. Further, it is well that applicant cites Motorola in admitting that "a 

reference need not expressly teach that the disclosure contained therein should 

be combined with another"; as the CAFC pointed out in Nilsen: 

Nilssen urges this court to establish a "reality-based" definition whereby, in effect, 
references may not be combined to formulate obviousness rejections absent an express 
suggestion in one prior art reference to look to another specific reference. We reject that 
recommendation as contrary to our precedent which holds that for the purpose of 
combining references, those references need not explicitly suggest combining teachings, 
much less specific references. See, e.g., In re Sernaker , 702 F.2d 989, 995, 217USPO K 
6 (Fed. Cir. 1983); In re McLaughlin , 443 F.2d 1392, 1395, 170 USPQ 209 , 212 (CCPA 
1971). 

The hindsight argument is a common one and fails to distinguish 
between permissible and impermissible hindsight. As the court pointed out in 
McLaughlin, supra, 

"[a]ny judgement on obviousness is in a sense necessarily a reconstruction 
based on hindsight reasoning, but so long as it takes into account only 
knowledge which was within the level of ordinary skill in the art at the time 
the claimed invention was made and does not include knowledge gleaned only 
from applicant's disclosure, such a reconstruction is proper." Clearly, the 
knowledge that capillary grooves can be used in heat pipes, that carbon 
nanotubes can be used as conductive filler in heat pipes, and that fans and 
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fins can be used to enhance cooling via heat pipes is not knowledge gleaned 
only from applicant's disclosure, as the cited references attest. 

Applicants also cite a decision, Winner International, for the proposition 
that a motivation to combine teachings must suggest the "desirability" of 
adding or changing a feature, etc. The issue of ample motivation has already 
been addressed (see pages 3-4 of the Final rejection mailed 5/9/2006). 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Allen J. Flanigan whose telephone 
number is (571) 272-4910. The examiner can normally be reached on M-F 
9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Eric Keasel can be reached on (571) 272-4929. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. + y 
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